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DETAILED ACTION 

1. This communication is in response to applicant's amendment filed October 10, 
2007. Claims 39, 41-45, 50-56, and 58-59 are currently pending in this case. By 
previous amendments, claims 1-38, 40, 46-49, 57, and 60-69 have been canceled. 

Claim Rejections - 35 USC §112 
2. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claim 39 recites the limitation "the scrambled digital data, identification 
information, and copy prevention information" in lines 3 and 4. There is insufficient 
antecedent basis for this limitation in the claim. Thus, independent claim 39 and its 
dependent claims 41-44 are rejected under section 112. 

Claim Rejections - 35 USC § 101 

4. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

5. Claim 56, and its dependent claims 58-59 are rejected under 35 
U.S.C. 101 because claim 56 merely recites nonfunctional descriptive material. 

6. The New IEEE Standard Dictionary of Electrical and Electronics Terms 
308 (5th ed. 1993).) "Nonfunctional descriptive material" includes but is not limited to 
music, literary works, and a compilation or mere arrangement of data. 

When nonfunctional descriptive material is recorded on some computer-readable 
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medium, in a computer or on an electromagnetic carrier signal, it is not statutory since 
no requisite functionality is present to satisfy the practical application requirement. 
Merely claiming nonfunctional descriptive material, i.e., abstract ideas, stored on a 
computer-readable medium, in a computer, or on an electromagnetic carrier signal, 
does not make it statutory. See Diamond v. Diehr, 450 U.S. 175,185-86, 209 USPQ 1, 8 
(noting that the claims for an algorithm in Benson were unpatentable as abstract ideas 
because "[t]he sole practical application of the algorithm was in connection with the 
programming of a general purpose computer."). Such a result would exalt form over 
substance. In re Sarkar, 588 F.2d 1330, 1333, 200 USPQ 132, 137 (CCPA 1978) 
( u [E]ach invention must be evaluated as claimed; yet semantogenic considerations 
preclude a determination based solely on words appearing in the claims. In the final 
analysis under § 101 , the claimed invention, as a whole, must be evaluated for what it 
is.") (quoted with approval in Abele, 684 F.2d at 907, 214 USPQ at 687). See also In 
re Johnson, 589 F.2d 1070, 1077, 200 USPQ 199, 206 (CCPA 1978) ("form of the 
claim is often an exercise in drafting"). Thus, nonstatutory music is not a computer 
component, and it does not become statutory by merely recording it on a compact disk. 
Protection for this type of work is provided under the copyright law. 

Claim Rejections - 35 USC § 103 
7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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8. Claims 39, 41-45, 50-56, and 58-59 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Subler et al (US 5,646,992) in view of Kanota et al (US 
5,418,853). 

9. Regarding claim 39 - 

Subler discloses a method for transmitting digital data (e.g. col 1 In 30-50), comprising: 
scrambling digital data and transmitting the scrambled digital data (e.g. col 14 In 23-28), 
identification information (e.g. col 14 In 1-5), the data group including a header and the 
header including the identification information (col 1 In 25-40, col 4 In 60-65). 

10. Subler does not disclose, but Kanota does, the specific feature of copy 
prevention, at, e.g., fig 2, wherein Kanota shows specifically copy protection and control 
for video encryption. It would have been obvious to one of ordinary skill in the art at the 
time the invention was made to combine the teachings of Subler and Kanota since 
encryption of software or digital data as in Subler is equivalent to copy control as in 
Kanota. 

1 1 . Regarding claim 41 - 

Subler discloses wherein the transmitting step transmits the control data as part of the 
data group, (e.g. col 2 In 28-46). 

12. Regarding claim 42 - 

Subler discloses encrypting the control data prior to the transmitting step; and wherein 
the transmitting step transmits the encrypted control data as part of the data group, (e.g. 
col 9 In 40-60). 
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1 3. Regarding claim 43 - 

Subler discloses wherein the encrypting step encrypts the control data based on a key. 
(e.g. col 8 In 35-50). 

14. Regarding claim 44 - 

Subler does not disclose, but Kanota does, wherein the copy prevention information 
includes one of current generation information and allowable generation information, the 
current generation information indicating a number of times the digital data has been 
copied and the allowable generation information indicating a number of permitted copies 
of the digital data. (e.g. col 4 In 61- col 5 In 14). 

1 5. Regarding claim 45 - 

Subler discloses a method for recording digital data (e.g. col 1 In 30-50), comprising: 
scrambling digital data and recording the scrambled digital data (e.g. col 14 In 1-5), 
identification information, and control data as part of a data group, the data group 
including a header and the header including the identification information and the 
control data, (e.g. col 1 In 25-40, col 4 In 60-65). 

16. Subler does not disclose, but Kanota does, the specific feature of copy 
prevention, at, e.g., fig 2, wherein Kanota shows specifically copy protection and control 
for video encryption. Further, Subler does not disclose, but Kanota does, wherein the 
scrambling step scrambles the digital data based on control data such that the control 
data controls a parameter of the scrambling operation. It would have been obvious to 
one of ordinary skill in the art at the time the invention was made to combine the 
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teachings of Subler and Kanota since encryption of software or digital data as in Subler 
is equivalent to copy control as in Kanota. 

17. Regarding claim 50 - 

Subler does not disclose, but Kanota does, wherein the copy prevention information 
includes one of current generation information and allowable generation information, the 
current generation information indicating a number of times the digital data has been 
copied and the allowable generation information indicating a number of permitted copies 
of the digital data. (e.g. col 4 In 61 - col 5 In 14). 

18. Regarding claim 51 - 

Subler discloses a method of processing protected digital data (e.g. col 1 In 30-50), 
comprising: receiving a data group including identification information, control data and 
scrambled digital data (e.g. col 14 In 1-5), the data group also having a header and the 
header including the identification information (e.g. col 4 In 60-65). 

19. As above, Subler does not disclose, but Kanota does, the specific feature of copy 
prevention, at, e.g., fig 2, wherein Kanota shows specifically copy protection and control 
for video encryption. Further, Subler does not disclose, but Kanota does, wherein the 
scrambling step scrambles the digital data based on control data such that the control 
data controls a parameter of the scrambling operation. It would have been obvious to 
one of ordinary skill in the art at the time the invention was made to combine the 
teachings of Subler and Kanota since encryption of software or digital data as in Subler 
is equivalent to copy control as in Kanota. 

20. Regarding claim 52 - 
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Subler does not disclose, but Kanota does, wherein the receiving step receives copy 
prevention information as part of the data group, and further including, performing a 
copy prevention function based on the copy prevention information, (e.g. col 4 In 61 - 
col 5 In 14). 

21 . Regarding claim 53 - 

Subler discloses wherein the receiving step receives encrypted control data as part of 
the data group; and further including, decrypting the encrypted control data prior to the 
descrambling step. (e.g. col 9 In 40-60). 

22. Regarding claim 54 - 

Subler discloses wherein the decrypting step decrypts the control data using a key. (e.g. 
col 8 In 35-50). 

23. Regarding claim 55 - 

Subler does not disclose, but Kanota does, wherein the copy prevention information 
includes one of current generation information and allowable generation information, the 
current generation information indicating a number of times the digital data has been 
copied and the allowable generation information indicating a number of permitted copies 
of the digital data. (e.g. col 4 In 61 - col 5 In 14). 

24. Regarding claim 56 - 

Subler discloses a data storage medium (e.g. col 1 In 30-50) comprising: 

a data group area including a header area and a digital data area (e.g. col 4 In 60-65); 

the header area including an identification area and a control data area (e.g. col 4 In 55- 

65) 
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25. As above, Subler does not disclose, but Kanota does, the specific feature of copy 
prevention, at, e.g., fig 2, wherein Kanota shows specifically copy protection and control 
for video encryption. Further, Subler does not disclose, but Kanota does, wherein the 
scrambling step scrambles the digital data based on control data such that the control 
data controls a parameter of the scrambling operation. It would have been obvious to 
one of ordinary skill in the art at the time the invention was made to combine the 
teachings of Subler and Kanota since encryption of software or digital data as in Subler 
is equivalent to copy control as in Kanota. 

26. Regarding claim 58 - 

Subler discloses wherein the control data area stores encrypted control data (e.g. col 
(e.g. col 8 In 35-50). 

27. Regarding claim 59 - 

Subler does not disclose, but Kanota does, wherein copy prevention information is 
provided in the control data area and includes one of current generation information and 
allowable generation information, the current generation information indicating a number 
of times digital data has been copied and the allowable generation information 
indicating a number of permitted copies of the digital data. (e.g. col 4 In 61 - col 5 In 
14). 

28. Examiner's note: Examiner has cited particular columns and line numbers in 
the references as applied to the claims above for the convenience of the applicant. 
Although the specified citations are representative of the teachings in the art and are 
applied to the specific limitations within the individual claim, other passages and figures 
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may be applied as well. It is respectfully requested from the applicant, in preparing the 
responses, to fully consider the references in entirety as potentially teaching all or part 
of the claimed invention as well as the context of the passage as taught by the prior art 
or disclosed by the examiner. 

Conclusion 

29. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

30. Walker et al (US 5,054,064) disclose a video control system for recorded 
programs. 

31 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Cristina Owen Sherr whose telephone number is 571- 

272- 6711. The examiner can normally be reached on 8:30-5:00 Monday through 
Friday. 

32. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrew J. Fischer can be reached on 571-272-6779. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 

33. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
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you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-91 99 (IN USA OR CANADA) or 571-272-1 000. 




Cristina Owen Sherr 
Patent Examiner, AU 3621 




